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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 


sheet beneath the correspondence address — 



THfo 


MONTH(31 FROM THE MAILING DATE 


- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment. See 37 CFR 1 .704(b). 
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This action is FINAL. 
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1 5. Newly submitted claims 73-88 have been renumber by the examiner as claims 78-93 since 
applicant cannot reuse claim numbers which were previously canceled by the applicant in a 
previous amendment, (i.e. -Claims 73-77 were previously canceled by the applicant.) 

16. Restriction to one of the following inventions is required under 35 U.S.C 121: 

I. Claims 68, and 78-89, drawn to a cmp polishing apparatus, classified in class 1 56, 
subclass 345. 

II. Claims 90-93, drawn to a semiconductor substrate, classified in class 257, 
subclass I (+). 

Inventions 1 and II are related as apparatus and product made. The inventions in this 
relationship are distinct if either or both of the following can be shown: (1) that the apparatus as 
claimed is not an obvious apparatus for making the product and the apparatus can be used for 
making a different product or (2) that the product as claimed can be made by another and 
materially different apparatus (MPEP § 806.05(g)). In this case the apparatus as claimed is not an 
obvious apparatus for making the product and the apparatus as claimed can be used to make a 
different product such as one in which a different type of substrate than that which is claimed by 
the applicant is cmp polished. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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Newly submitted claims 90-93 are directed to an invention that is independent or distinct 
from the invention originally claimed for the same reasons given above. 

Since applicant has received an action on the merits for the originally presented invention, 
this invention has been constructively elected by original presentation for prosecution on the 
merits. Accordingly, claims 90-93 are withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

18. Claims 68-72, and 78-89 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the references as applied in any of paragraphs 1 7 or 19 of the previous office action. 

The reference as applied in any of paragraphs 17 or 19 of the previous office action fail to 
disclose the following aspects of applicant's claimed invention. 

-the specific cmp polishing of the type of substrates which are claimed by the applicant in 
applicant's apparatus claims 

In regards to applicant's recitation in their apparatus claims that they cmp polish specific 
types of wafers, the examiner cites the case law listed below of interest to the applicant. 

Furthermore, it is obvious to one skilled in the art that the configuration of the substrate 
worked upon by the apparatus claimed in this invention is not patentable in view of In re Young 
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(25 U.S.P.Q. 69, 71 (CCPA 1935)) and In re Rishoi (94 U.S.P.Q. 71,73 (CCPA 1952)). The 
Court of Customs and Patent Appeals stated in In re Young that inclusion of material worked 
upon by a machine as element in claim may not lend patentability since claim is not otherwise 
allowable. Similarly, the Court of Customs and Patent Appeals stated in In re Rishoi that there is 
no patentable combination between a device and the material upon which it works. 

Thus, it is irrelevant that the cmp polishing apparatuses in the prior art used to reject 
applicant's apparatus claims do not specifically teach the cmp polishing of the types of wafers 
which are claimed by the applicant since these cmp apparatus are inherently capable of processing 
these types of wafers. Further, the wafer which is cmp polished is not part of the apparatus which 
is claimed by the applicant since the cmp apparatus claimed by the applicant may be used to cmp 
polish other types of substrates than those which are specifically claimed by the applicant. 


19. Applicant's arguments filed 7-23-02' have been fully considered but they are not 
persuasive. 

The applicant argues the following points regarding the examiner's rejection of their 
claimed subject matter. 

-Applicant argues that their newly presented apparatus claims now distinguish over the 
prior art of record based upon the types of wafers which are processed through their cmp 
apparatus. 
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The examiner must disagree. 

-The wafers which are processed through applicant's claimed apparatus are not part of the 
apparatus since the cmp apparatus which is claimed by the applicant may be used to 
process other types of substrates than those which are claimed by the applicant. Further, 
the cmp apparatuses taught by the prior art used to reject applicant's apparatus claims are 
inherently capable of processing the types of wafers which are claimed by the applicant. 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706 07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a ) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

21 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Examiner George A. Goudreau whose telephone number is (703) -308- 
1915. The examiner can normally be reached on Monday through Friday from 9:30 to 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Examiner Gregory Mills, can be reached on (703) -308-1633. The appropriate fax phone number 
for the organization where this application or proceeding is assigned is (703) -306-3 186. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) -308-0661 . 



Primary Examiner 
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